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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 26 May 2004 . 
2a)D This action is FINAL. 2b)[x] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1,4.6 and 7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim (s) 1,4.6 and 7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)[XI The drawing(s) filed on 07 June 2001 is/are: a)[X] accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)E3 All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. [X] Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1 .1 14, and the 
fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous 
Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 26 May 2004 has been entered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

3. The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1 , 4, 6, and 7 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 
Regarding deletion of the limitation pertaining to "chromium free," throughout the 
original Specification and claims, applicant has characterized the invention as 
pertaining to a chromium-free surface treated layer. See, for example, paragraph 
1 and claim 1 of the Specification. It is unclear where applicant derives support 
for having envisaged articles wherein the surface treated layer is not necessarily 
chromium-free. Regarding the claimed presence of acid salt in the resin layer, it 
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is unclear where applicant teaches having acid salt compound in the resin layer 
other than when the resin layer is formed as part of a single treatment step that 
forms both the intermediate and resin layer. For the reasons discussed in the 
Response to the Amendment, the originally filed Specification does not appear to 
teach that acid salt compound would be present as claimed in the resin layer 
were the resin layer applied by alternative methods. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

6. The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1, 4, 6, and are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

I. Regarding Claim 1 , it is unclear whether the phrase "wherein all of the 
layers are superimposed one on another in the order mentioned" 
precludes intervening layers. 

II. Regarding Claim 1 , it is unclear what is meant by the phrase 
"containing the at least two acid salts". Does this limitation require the 
presence of acid salt compound in the resin layer or does this limitation 
only require the presence of anion and cation acid salt components 
that are the same as the intermediate layer components of "at least 
two acid salts"? With respect to the latter interpretation, is there 
merely a requirement that the resin layer be derived from solutions 
containing said "at least two acid salts" with the respective cation and 
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anion components being present in the layer? Does the term "acid 
salt" assume the same meaning in both of the phrases "at least two 
acid salts" and "containing the at least two acid salts"? 
Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claims 1, 4, 6, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nagashima et al. USP 6,180,177. Nagashima et al. teaches coating a zinc 
plated steel sheet with a chromium free treating agent that comprises metal acid 
salts and organic resin components. Nagashima exemplifies various treating 
liquids which comprise one of the claimed salt anions and cations, but does not 
exemplify treating liquids which comprise two of the claimed salts of the claimed 
anions and cations. However, Nagashima suggests that more than one of the 
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claimed salts may be used in making effective treating liquids. See Nagashima 
et al. (Abstract; col. 5, lines 5-26; col. 7, line 45 through col. 8, line 41; col. 9, line 
19 through col. 19, line 15; col. 11, lines 34-60; Tables 1 and 2; and col. 15, lines 
55-67). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to formulate the treating liquids of Nagashima from more than 
one of the claimed salts of the claimed anions and cations since Nagashima 
teaches that effective treating liquids may be formulated in this manner. 
Nagashima teaches forming a distinct interfacial region over which a resin is 
formed. It would be expected that, inherently, there would form, at the interfacial 
region, a metal acid salt component and, at the overlayer region, resin mixed with 
metal acid salt component. Nagashima teaches forming cross-cuts to do 
adhesions tests. It would be expected that surface regions can be defined to 
satisfy the claimed percentage coverage of Claim 6. Dried coatings of 
Nagashima are described as being at least from 0.01 to 5 g/m2, which at 1 g/cm3 
density corresponds to from 0.01 to 5 micron thickness. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to fabricate 
coating through this range of thicknesses, including the claimed thicknesses, 
since Nagashima teaches that effective coatings result. Such coatings would be 
identified with applicant's intermediate and resin layer. Therefore, at the surface 
interfacial region, that is distinct from the remainder of the coating, a 0.1 micron 
thickness layer may be defined to meet the claimed terms of the intermediate 
layer thickness of Claim 4. 
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Response to Amendment 

I. In view of applicant's amendments and arguments, applicant traverses 
the section 1 12, first paragraph rejection of the Office Action mailed on 
9 September 2003. The Specification at page 15, lines 5-10 refers to 
making the resin layer by separately applying a resin layer. The 
Advisory Action of 18 May 2004 had mentioned that this teaching may 
overcome the section 112, first paragraph rejection. Upon further 
consideration, rejection continues to be appropriate. This teaching at 
page 15, line 5-10 may be referring to what is exemplified in Examples 
27-30 (1-4) in Table 2 where an additional resin layer is provided over 
an already formed single treatment formed intermediate and resin 
layer. In forming the described intermediate layer mentioned at page 
15, lines 5-10 a resin layer would still also be formed in view of the 
presence of resin material in the treatment liquid for forming the 
intermediate layer. Hence, it appears the single treatment application 
is the only method originally disclosed to obtain the claimed articles 
having acid salt compound in the intermediate and resin layers. 
Moreover, assuming this method at page 15, lines 5-10 is said to teach 
an alternative method, it is unclear how the described resin layer is 
being taught to possess metal salt compound or metal salt ions as 
claimed. In the examples where a resin layer is applied separately 
from the intermediate layer, there are no apparent metal salt 
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compounds or ions present in the separately applied resin layer. 
Hence, rejection on this issue is not overcome. 
II. In view of applicant's amendments and arguments, applicant traverses 
the section 102 rejection over Nagashima of the Office Action mailed 
on 9 September 2003. Applicant correctly argues that Nagashima 
does not anticipate the presently claimed subject matter. Particularly, 
Nagashima does not exemplify using more than one claimed salt of the 
claimed anions and cations and does exemplify using salts that are not 
claimed. It is noted that the claims do not preclude the presence of the 
exemplified salts of Nagashima. Applicant argues that Nagashima 
does not teach the claimed thicknesses, but for the reasons provided 
in the rejection these arguments are not persuasive. Applicant argues 
that the layered and interfacial structure of Nagashima is not the same 
as that contemplated by applicant's articles. There does appear to be 
a difference in structural description of the articles of applicant and 
those of Nagashima. However, the claimed terminology appears to 
encompass the articles rendered obvious by Nagashima for the 
reasons stated in the rejection. 

Conclusion 

1 1 .Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael La Villa whose telephone number is 
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(571) 272-1539. The examiner can normally be reached on Monday through 
Friday. 

12. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on (571) 272-1535. The fax phone 
number for the organization where this application or proceeding is assigned is 
703-872-9306. 

13. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Michael La Villa 
22 July 2004 



